
United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box I 450 
Alexandria, VA 22313-1 450 
www.uspto.gov 



Paper No. 1 1 



SjffiW™ & BURR0UGHS > LLP 
AKRON OH 44308 



In re Application of 

Don r. Stevenson, Thorns C. Jennings, Mark E. 
Harr, and Michael R. Jakupca 



Application No. 10/086,619 

Filed: March 1,2002 

Attorney Docket No. 47399.0015 

Title: PHOSPHITE ESTER ADDITIVE 
COMPOSITIONS 



COPY MAILED 

JUL 3 1 2003 
OFFICE OF PETITIONS 



DECISION ON RENEWED 
PETITION 



BACKGROUND 

This is a decision on the renewed petition under 37 CFR §1 .78(a)(6), filed on June 20, 2003, to 
accept an unintentionally delayed claim under 35 U.S.C. § 1 19(e) for the benefit of a prior-filed 
provisional application. 

On March 1, 2002, the above-identified application was filed with a declaration which 
incorrectly identified the filing date of priority document 60/314,181 as August 15 2001 (the 
correct filing date of 60/3 1 4, 1 8 1 is August 1 6, 200 1 ). 

The original petition, filed on May 5, 2003, was dismissed for failing to include the required 
statement and either an Application Data Sheet (ADS) or amendment to the specification which 
identifies the provisional application number that was filed with the original petition. 

RELEVANT LAW AND RULE 
35 U.S.C. 1 19 Benefit of earlier filing date; right of priority. 



(a) An application for patent for an invention filed in this country by any person who 
has, or whose legal representatives or assigns have, previously regularly filed an 
application for a patent for the same invention in a foreign country which affords 
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(b) 



(c) 



SSiSHS TtTro aPP,i K ati ° nS fil6d " UnitCd StatCS 0r t0 citi -ns of 
me united states, or in a WTO member country, shall have the same effect as the 

same application would have if filed in this country on the date on wh*h 1 

app be. .on for patent for the same invention was first filed in such for ig country if 

the application ,n this country is filed within twelve months from tteSSJSSn 

which such foreign application was filed; but no patent shall ™ g ZTon znv 

application for patent for an invention which had been patented KEnEJfa a 

printed publication in any country more than one year before 

fihng of Ae application ,n this country, or which had been in public use or on sale in 

this country more than one year prior to such filing. ^onsaiein 

(1) No plication for patent shall be entitled to this right of priority unless a claim 

s filed in the Patent and Trademark Office, identifying the fonSgn application by 

Lnet" 8 1' aP . P,,Cat '° n nUmber 0n that f0rei §" a PP'' cation . inteL'uT " 

SSrffi? T ty ° r r ° Untry in ° r f ° r Which the a PP' ication was AW, and the 
date of filing the application, at such time during the pendency of the 

application as required by the Director. 

(2) The Director may consider the failure of the applicant to file a timely claim for 
priority as a waiver of any such claim.The Director may establish procedures 
including ; the payment of a surcharge, to accept an unintentionally delayed ' 
claim under this section. 

(3) The Director may require a certified copy of the original foreign application 
specification, and drawings upon which it is based, a translation if not in the' 
bnghsh language, and such other information as the Director considers 
necessary. Any such certification shall be made by the foreign intellectual 
property authority in which the foreign application was filed and show the date 
of the application and of the filing of the specification and other papers 

In like manner and subject to the same conditions and requirements the right 
provided in this section may be based upon a subsequent regularly filed application in 
the same foreign country instead of the first filed foreign application, provided that any 
foreign application filed prior to such subsequent application has been withdrawn 
abandoned, or otherwise disposed of, without having been laid open to public ' 
inspection and without leaving any rights outstanding, and has not served nor 
thereafter shall serve, as a basis for claiming a right of priority. 



(d) 



Applications for inventors' certificates filed in a foreign country in which applicants have a right to 
apply, at their discretion, either for a patent or for an inventor's certificate shall be treated in this country 
in the same manner and have the same effect for purpose of the right of priority under this section as 
app ications for patents, subject to the same conditions and requirements of this section as apply to 
apphcations for patents, provided such applicants are entitled to the benefits of the Stockholm Revision of 
the Pans Convention at the time of such filing. 

(e) 

(1) An application for patent filed under section 1 1 1(a) or section 363 of this title for an invention 
disclosed in the manner provided by the first paragraph of section 1 12 of this title in a provisional 
app hcation filed under section 1 1 1(b) of this title, by an inventor or inventors named in the provisional 
application, shall have the same effect, as to such invention, as though filed on the date of the 
provisional application filed under section 1 1 1(b) of this title, if the application for patent filed under 
section 1 1 (a) or section 363 of this title is filed not later than 12 months after the date on which the 
provisiona application was filed and if it contains or is amended to contain a specific reference to the 
provisional application. No application shall be entitled to the benefit of an earlier filed provisional 
application under this subsection unless an amendment containing the specific reference to the earlier 
filed provisional application is submitted at such time during the pendency of the application as 
required by the Director. The Director may consider the failure to submit such an amendment within 
that time period as a waiver of any benefit under this subsection. The Director may establish 
procedures, including the payment of a surcharge, to accept an unintentionally delayed submission of 
an amendment under this subsection during the pendency of the application 
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(g) As used in this section— 

0> ttb S 3™ me ""* r C0Untry " " aS '" e Same mea,,in8 as * e ,e ™ is " 1 04(bX2) of 

§ 1.78 Claiming benefit of earlier filing date and cross-references to other applications 
(a) 

(6) n f on h nrnv feren ^ 'T^ * » 1 19(e) a " d par ^ h ^ of this se <*°" is presented in a 

S undTsI u ? r no??; th rr pe ; iod , provided by paragraph «< 5 x«> ^ ^ * e 

claim under 35 U.S.C. 1 19(e) for the benefit of a prior filed provisional application may be accepted 
during the pendency of the later-filed application if the reference identifying the prior-fife I a Si 
by provisional application number was unintentionally delayed. A petition to accept an uninte'nt onaHy 
delayed claim under 35 U.S.C. 1 19(e) for the benefit of a prior filed provisional application must 
be accompanied by: 

(i) The reference required by 35 U.S.C. 1 19(e) and paragraph (a)(5) of this section to the prior-filed 
provisional application, unless previously submitted; 

(ii) The surcharge set forth in § 1 . 1 7(f); and 

(iii) A statement that the entire delay between the date the claim was due under paragraph (a)(5)(ii) of 
this section and the date the claim was filed was unintentional. The Commissioner may require 
additional information where there is a question whether the delay was unintentional. 

ANALYSIS 

With the renewed peition, petitioner has included an ADS sheet which identifies the provisional 
application numbers, made an amendment to the specification which does the same, and has 
submitted the proper statement of unintentional delay. 

As such, the petition under 37 CFR 1.78(a)(6) is GRANTED. 

After this petition is mailed, the application will be forwarded to the Office of Initial Patent 
Examination for further processing and mailing of a corrected filing receipt. 
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Jm-OoT inqUirieS SPeCif ' C '° ma " er Sh0U ' d bC direCKd 10 A "° mey Paul Shanoski al < 703 > 
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